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DETAILED ACTION 
Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: Fig. 2, reference character "19", Fig. 3, reference character "24", Fig. 7, 
reference character "43", and Fig. 9, reference characters "60" and "61". Corrected 
drawing sheets in compliance with 37 CFR 1.121(d), or amendment to the specification 
to add the reference character(s) in the description in compliance with 37 CFR 1.121(b) 
are required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121 (d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

2. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(4) 
because reference character "56" has been used to designate both a "Spool File" in 
Fig. 8 and an "EPE Print Processor" in Fig. 9. Corrected drawing sheets in compliance 
with 37 CFR 1.121(d) are required in reply to the Office action to avoid abandonment of 
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the application. Any amended replacement drawing sheet should include all of the 
figures appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Specification 



3. The disclosure is objected to because of the following informalities: On page 15, 
first paragraph, last line, "33" should read "34" and page 19, first line, "43" should read 
"53". Appropriate correction is required. 



4. Claims 21 and 22 are objected to because of the following informalities: Claims 
21 and 22 claim dependency from claim 1 , which as been cancelled, and the examiner 
believes the claims were meant to be dependent on claim 20, and as such the examiner 
will treat claims 21 and 22 as depending from claim 20 in the following rejections. 
Appropriate correction is required. 
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Claim Rejections - 35 USC §112 



5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 30, 31 and 35-38 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 30 recites the limitation "the second document". There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 31 recites the limitation "said document". There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 35 recites the limitation "the second document". There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 36 recites the limitation "said second document". There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 37 recites the limitation "said step of logical linking". There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 38 recites the limitation "the second document". There is insufficient 
antecedent basis for this limitation in the claim. 

Examiner believes that claims 35-38 were meant to be dependent from claim 34 
and will treat the above claims as such in the following rejections. 
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Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 41 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 43 is directed to a computer program. 
Such a claim is non-statutory because the terminology "computer program" alone has 
no set definition. A statutory product with descriptive material must include a positive 
recitation of the computer readable medium, see MPEP 2106. Examiner suggests 
amending the claims to read "A computer program embodied in a computer readable 
medium for performing the steps of..." or "A computer readable medium storing a 
program for performing the steps of..." or any other similar wording which best clarifies 
the claim and includes a positive recitation of the computer readable medium. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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9. Claims 20, 21 , 25-27, 41 , and 42 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 5562351 to Uematsu. 

Regarding claims 20, 41 , and 42, Uematsu discloses a system, method, and 
computer program product for output of data from a computer system to an output 
device, comprising: providing a master document having a variable data area and 
having a static data area (see Figs. 1 and 4, column 5 lines 3-16, and column 6 lines 7- 
23), marking the variable data area (see Fig. 1 and column 6 lines 17-25), inserting 
variable data into the variable data area to provide a serial data stream with individual 
documents, said individual documents respectively containing both variable data as well 
as static data (see Fig. 1 and column 6 lines 7-67), separating said variable data of said 
serial data stream from said static data on a basis of said marking (see Fig. 1 and 
column 6 lines 7-67), transmitting said variable data separated from said static data 
from a first individual document to the output device (see Fig. 1A and column 6 lines 41- 
63), storing said static data of said first individual document in the output device (see 
Fig. 3 and column 5 lines 3-19), said static data of following individual documents are 
not transmitted to said output device (see column 9 lines 6-31), and joining said variable 
data in turn with the stored static data individual document by individual document in 
said output device (see Fig.1 and 10 and column 9 lines 6-31). 

Regarding claim 21, Uematsu discloses the system discussed in claim 20, and 
further discloses wherein said output device is a printer device (see column 4 lines 1-4 
and 21-22). 
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Regarding claim 25, Uematsu discloses the system discussed in claim 20, and 
further discloses indicating a scope of said master document (see column 6 lines 7-67). 

Regarding claim 26, Uematsu discloses the system discussed in claim 20, and 
further discloses transmitting characteristic data to said output device with said variable 
data (see column 5 line 3-column 6 line 67). 

Regarding claim 25, Uematsu discloses the system discussed in claim 20, and 
further discloses wherein said characteristic data includes at least one of: position data, 
font data, and color data (see column 5 lines 26-53). - 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 29-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Uematsu as applied to claim 20 above, and further in view of U.S. Patent No. 5983243 
to Heiney et al. 

Uematsu discloses {claim 31) wherein document data is a page segment (see 
Fig. 1 and column 6 lines 7-67). 

Uematsu does not disclose expressly (claim 29) generating said serial data 
stream in one of the printer languages PCL t Postscript and LCDS, (claim 30) wherein 
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one of said master document and the second document is a document of printer 
language VDS, (claim 31) wherein said document of printer language PDS is one of an 
overlay and a page segment, (claim 32) wherein one of said master document and said 
second document is a document of print data language LCDS, and (claim 33) 
controlling said data output in one of a Windows system environment and a windows- 
like system environment via data that are input via a user interface. 

Heiney discloses (claim 29) generating said serial data stream in one of the 
printer languages PCL, Postscript and LCDS (see column 4 lines 35-42, reference 
states the use of a PostScript or other similar PDL, of which PCL and LCDS are a part 
of), (claim 30) wherein one of said master document and the second document is a 
document of printer language IPDS (see column 4 lines 35-42, reference states the use 
of a PostScript or other similar PDL, of which IPDS is a part of), (claim 31) wherein said 
document of printer language IPDS is one of an overlay and a page segment (see 
column 4 lines 35-42, column 5 lines 37-49, reference states the use of overlaying in 
relation to the variable data and master data as can be seen in claims 7 and 14), (claim 
32) wherein one of said master document and said second document is a document of 
print data language LCDS (see column 4 lines 35-42, reference states the use of a 
PostScript or other similar PDL, of which LCDS is a part of), and (claim 33) controlling 
said data output in one of a Windows system environment and a windows-like system 
environment via data that are input via a user interface (see Figs. 1 and 2, column 3 
lines 25-43, and column 4 lines 21-34). 
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Uematsu & Heiney are combinable because they are from the same field of 
endeavor, processing and merging variable data and static data to form an output 
document. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the use of PDL printer languages in a windows-like system 
environment as described by Heiney with the system of Uematsu. 

The suggestion/motivation for doing so would have been to provide the most 
accurate print instructions depending on the type of printer that is being utilized for 
output. 

Therefore, it would have been obvious to combine Heiney with Uematsu to obtain 
the invention as specified in claims 29-33. 

12. Regarding claim 34, Uematsu discloses generating a master document (see 
Figs. 1 and 4, column 5 lines 3-16, and column 6 lines 7-23), linking variable data 
logically with the master document (see column 5 lines 3-16 and column 6 lines 7-67), 
and sending the variable data to said output device separated from the data of the 
master document (see column 6 lines 7-67). 

Uematsu does not disclose expressly linking at least one second document 
logically with said master document; and sending the data of the second document to 
said output device separated from the data of said master document. 

Heiney discloses generating a master document (see Fig. 3 and column 4 lines 
21-67), linking at least one second document logically with said master document (see 
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Fig. 3 and column 5 lines 12-20 and 38-49), and sending the data of the second 
document to said output device separated from the data of said master document (see 
Fig. 3 and column 3 line 56-column 4 line 10). 

Regarding claims 35-40 Uematsu discloses (claim 35) storing the variable data in 
said output device (see column 5 lines 3-19 and column 6 lines 7-67) and (claim 39) 
wherein said area of said master document is a page region (see Fig. .1 and column 6 
lines 7-67). 

Uematsu does not expressly disclose (claim 35) storing the data of the second 
document in said output device, (claim 36) joining the data of said master document 
with data of said second document for output of an individual document, (claim 37) 
wherein said step of logical linking ensues via a referencing, (claim 38) specifying an 
area of said master document wherein the second document is to be linked with said 
master document, and (claim 40) wherein said second document is one of an overlay 
and a.watermark document. 

Heiney discloses (claim 35) storing the data of the second document in said 
output device (see column 3 line 56-column 4 line 10), (claim 36) joining the data of said 
master document with data of said second document for output of an individual 
document (see column 5 lines 52-65), (claim 37) wherein said step of logical linking 
ensues via a referencing (see Fig. 3 and column 5 lines 12-20 and 38-49), (claim 38) 
specifying an area of said master document wherein the second document is to be 
linked with said master document (see column 5 lines 37-49), (claim 39) wherein said 
area of said master document is a page region (see column 5 lines 37-49), and (claim 
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40) wherein said second document is one of an overlay and a watermark document 
(see column 5 lines 37-49, reference states the use of overlaying in relation to the 
variable data and master data as can be seen in claims 7 and 14). 

Uematsu & Heiney are combinable because they are from the same field of 
endeavor, processing and merging variable data and static data to form an output 
document. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the linking of a second document to the master document that 
acts as the variable data as described by Heiney with the system of Uematsu. 

The suggestion/motivation for doing so would have been to provide a broader 
range of data that can be placed in the variable data section and aid in the automation 
of variable and static data. 

Therefore, it would have been obvious to combine Heiney with Uematsu to obtain 
the invention as specified in claims 34-40. 

13. Claims 22-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Uematsu as applied to claim 20 above, and further in view of U.S. Patent No. 5649024 
to Goldsmith. 

Regarding claim 22, Uematsu does not disclose expressly wherein said marking 
step of said variable data area ensues by a visually perceptible identification. 

Goldsmith discloses wherein said marking step of said variable data area ensues 
by a visually perceptible identification (see column 2 lines 60-67, column 6 lines 51-57 
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and column 7 lines 24-35, 48-52, and 61-67, reference shows that text data may be 
merged with scanned in hardcopy documents at that certain fonts of the merge data 
may be color highlighted). 

Regarding claim 23, Uematsu does not disclose expressly wherein said visually 
perceptible identification is a chromatic marking. 

Goldsmith discloses wherein said visually perceptible identification is a 
chromatic marking (see column 2 lines 60-67, column 6 lines 51-57 and column 7 lines 
24-35, 48-52, and 61-67). 

Regarding claim 24, Uematsu discloses wherein said output device is a printer 
device (see column 4 lines 1-4 and 21-22). 

Uematsu does not disclose expressly wherein said marking ensues with a color 
that lies outside a printable color spectrum of said printer device. 

Goldsmith discloses printers (output device) that can take color designated 
objects and print them in black and white, (see column 3 lines 13-14, as is well known 
and commonly used in the art especially when a color image or the like is to be printed 
on a printer only capable of printing in black and white). 

Uematsu & Goldsmith are combinable because they are from the same field of 
endeavor, merging and manipulation of document data. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combing the color highlighting of originally black text as described by 
Goldsmith with the system of Uematsu. 
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The suggestion/motivation for doing so would have been to allow desired text to 
stand out in a document that has been created from merging text or graphic data with a 
master document. 

Therefore, it would have been obvious to combine Goldsmith with Uematsu to 
obtain the invention as specified in claims 22-24. 

14. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Uematsu as applied to claim 20 above, and further in view of U.S. Patent No. 6473892 
to Porter. 

Uematsu do not disclose expressly storing said static data in a macro datafile. 

Porter discloses storing said static data in a macro datafile (see Fig. 2 and 
column 8 line 46-column 9 line 13). 

Uematsu & Porter are combinable because they are from the same field of. 
endeavor, manipulation and merging of variable data to acquire a desired output. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the macro datafile as described by Porter with the system of 
Uematsu. 

The suggestion/motivation for doing so would have been to provide greater 
flexibility and create more options as a macro can contain a plurality of objects and 
properties that can be made of use in the merging of data. 

Therefore, it would have been obvious to combine Porter with Uematsu to obtain 
the invention as specified in claim 28. 
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Conclusion 



15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. To further show the state of the art refer to the attached Notice of 
References Cited. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (571) 272- 
7408. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached at (571 ) 272-7402. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Mark R. Milia 
Examiner 



MRM 



supr edwahd cotes ^ jER 

SUPERVISORY PATENT EXAfpER 




